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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-8, 10-26, 29-30 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Comp, Pub. No. 2004/0203579. 

Regarding claim 1, Comp discloses a cellular telephone comprising: a memory storing a 
telephone directory (i.e., address book database) (see fig. 2, page 2, paragraphs 12-13); a 
processor having access to the telephone directory stored in the memory (i.e., controller) (see fig. 
2, page 2, paragraph 12); and a set of instructions capable of being executed by the processor for 
performing the steps of: establishing a communication link with a remote central station (i.e., the 
information transfer module will first call an appropriate network server in the system) (see fig. 
2, page 2, paragraph 15); and transferring at least a portion of the telephone directory via the 
communication link to the remote central station (see fig. 2, and page 2, paragraph 14). 

Regarding claim 2, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the step of instructing the remote 
central station to identify (see figs. 2-3, page 3, paragraph 22, and page 4, paragraph 26) and 
transfer at least a portion of one of a plurality of telephone directories stored within a memory of 
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the remote central station to at least one of a plurality of cellular telephones (see figs. 2-3, page 
3, paragraph 22, and page 4, paragraph 26). 

Regarding claim 3, Comp discloses a cellular telephone (see claim 2 rejection) wherein 
each of the plurality of telephone directories corresponds to a respective one of the plurality of 
cellular telephones (i.e., the address book manager is operative for managing the storage of user- 
specific contact information for individual users at a network storage location. The user-specific 
contact information is information that is transferred to the address book manager from a user 
device associated with the corresponding user) (see figs. 2-3, page 3, paragraph 21). 

Regarding claim 4, Comp discloses a cellular telephone (see claim 2 rejection) wherein 
the plurality of cellular telephones includes the cellular telephone (see figs. 2-3, page 3, 
paragraph 21). 

Regarding claim 5, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the communication link with the remote central station is established on a periodic basis (i.e., a 
user device is programmed to initiate transfers of contact information to the network at 
predetermined times) (see fig. 3, page 3, paragraph 22). 

Regarding claim 6, Comp discloses a cellular telephone (see claim 2 rejection) wherein 
the step of instructing the remote central station to identify and transfer occurs on a periodic 
basis (i.e., the user may program the user device to make transfers at periodic intervals, wherein 
the information transfer module will first call an appropriate network server in the system, at the 
predetermined time, to request a transfer of contact information to the network. After an 
authentication procedure, the network server may then manage the transfer and storage of the 



Application/Control Number: 10/635,955 Page 4 

Art Unit: 2681 

contact information to the appropriate network storage location (see fig. 2, page 2, paragraphs 
15-16). 

Regarding claim 7, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the step of instructing the remote 
central station to broadcast the telephone directory to a subset of a plurality of cellular telephones 
(i.e., a vendor may deliver an appropriate request to the call log manager and/or the address book 
manager to transfer a particular user's information to the new user device) (see fig. 3, page 4, 
paragraphs 25-26). 

Regarding claim 8, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the steps of: receiving a message 
transmitted from the remote central station indicating that a telephone directory is available for 
transmission from the remote central station to the cellular telephone for storage within the 
memory of the cellular telephone (i.e., a vendor may deliver an appropriate request to the call log 
manager and/or the address book manager to transfer a particular user's information to the new 
user device) (see fig. 3, page 4, paragraph 25); and transmitting a signal to the remote central 
station, said signal including at least an identification code identifying the telephone directory 
available for transmission (i.e., a specific authorization or identification code may be required to 
initiate such transfer) (see fig. 3, page 4, paragraph 25). 

Regarding claim 10, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the step of instructing the remote 
central station to store the transferred telephone directory within a memory for a particular time 
period (i.e., the address book manager is operative for managing the storage of user-specific 
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contact information for individual users at a network storage location. The user-specific contact 
information is information that is transferred to the address book manager from a user device. 
Thus, the telephone directory is stored within a memory for a particular time period, which may 
be the time when a user purchases a new user device) (see page 3, paragraph 21, and page 4, 
paragraph 25). 

Regarding claim 1 1, Comp discloses a cellular telephone (see claim 10 rejection) wherein 
the processor executes the set of instructions for performing the step of automatically 
transferring the stored telephone directory or a portion thereof to the cellular telephone after 
lapse of the particular time period (i.e., when a user purchases a new user device, the call log 
and/or contact information stored at the network storage location(s) associated with the user may 
be conveniently downloaded to the new user device during an initial programming of the device) 
(see page 4, fig. 3, paragraph 25). 

Regarding claim 12, Comp discloses a cellular telephone (see claim 1 rejection), wherein 
the processor executes the set of instructions for performing the step of transmitting an 
identification code to the remote central station for identifying a telephone directory assigned the 
identification code and stored within the remote central station (see fig. 3, page 4, paragraphs 25- 
26). 

Regarding claim 13, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the step of transmitting information 
corresponding to a subscriber of the cellular telephone to the remote central station during a 
registration process (in a cellular communication system, a vendor will usually program a new 
cellular telephone for a purchaser to, among other things, associate an identification number of 
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the telephone with a telephone number assigned to the user. This process will typically require 
communication with a remote network server) (see fig. 3, page 4, paragraph 25), wherein the 
registration process includes the step of registering the subscriber with the remote central station 
(see fig. 3, page 4, paragraph 25). 

Regarding claim 14, Comp discloses a cellular telephone (see claim 1 rejection) wherein 
the processor executes the set of instructions for performing the steps of: identifying a calling 
party's telephone number and an entity the telephone number is assigned to, i.e., Caller ID 
information (i.e., the call log database may include call-related information for a predetermined 
number of previous calls that were placed from and/or received through the user device. The call 
log database will typically include the phone numbers of the other parties involved in the 
corresponding calls. Party names and/or other information (e.g., length of call, etc.) may also be 
stored. The controller may control the maintenance of the call log database or a separate control 
unit can be provided) (see page 2, paragraph 12); and transmitting the Caller ID information to 
the remote central station for storage as a telephone directory listing (see fig. 2, abstract, and 
page 2, paragraph 12). 

Regarding claim 15, Com discloses a cellular telephone comprising: a memory storing a 
telephone directory (i.e., address book database) (see fig. 2, page 2, paragraphs 12-13); a 
processor having access to the telephone directory stored in the memory (i.e., controller) (see fig. 
2, page 2, paragraph 12); and a set of instructions capable of being executed by the processor for 
performing the steps of: parsing Caller ED information, said Caller ID information including at 
least a telephone number and an entity assigned the telephone number (i.e., call-related 
information for a predetermined number of previous calls that were placed from and/or received 
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through the user device, which includes include the phone numbers of the other parties involved 
in the corresponding calls, and party names) (see page 2, paragraph 12); and storing the parsed 
Caller ID information as a telephone directory listing within the telephone directory (see page 2, 
paragraph 12). 

Regarding claim 16, Comp discloses a cellular telephone (see claim 15 rejection) wherein 
the processor further executes the set of instructions for performing the step of transferring at 
least the stored telephone directory listing to a remote central station (see abstract, and page 2, 
paragraph 14). 

Regarding claim 17, Comp discloses telephone directory management system (see 
abstract) comprising: a remote central station having a memory for storing a plurality of 
telephone directories (see fig. 3, pages 2-3, paragraph 16) each assigned an individual 
identification code (see fig. 3, and page 3, paragraph 19, lines 1-3) and at least one processor 
having access to the plurality of telephone directories stored in the memory (see fig. 3, page 2-3, 
paragraph 16); a plurality of cellular telephones each storing a telephone directory and having a 
processor for executing a set of instructions for performing (see fig. 3, and pages 2-3, paragraph 
16), the steps of: establishing a communication link with the remote central station (i.e., the 
information transfer module will first call an appropriate network server in the system) (see fig. 
2, page 2, paragraph 15); and transferring the respective telephone directories to the remote 
central station (see fig. 2, paragraph 14); and a set of instructions capable of being executed by 
the at least one processor for performing the steps of: identifying at least a portion of the 
telephone directory corresponding to at least one of the plurality of cellular telephones (see figs. 
2-3, page 3, paragraph 22, and page 4, paragraph 26) and transferring the same to the at least one 
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of the plurality of cellular telephones (see figs. 2-3, page 3, paragraph 22, and page 4, paragraph 
26). 

Regarding claim 18, Comp discloses a system (see claim 17 rejection), wherein the 
establishing and transferring steps are performed on a periodic basis (i.e., a user device is 
programmed to initiate transfers of contact information to the network at predetermined times) 
(see fig. 3, page 3, paragraph 22). 

Regarding claim 19, Comp discloses a system (see claim 17 rejection) wherein 
identifying and transferring steps are performed on a periodic basis (i.e., the user may program 
the user device to make transfers at periodic intervals, wherein the information transfer module 
will first call an appropriate network server in the system, at the predetermined time, to request a 
transfer of contact information to the network. After an authentication procedure, the network 
server may then manage the transfer and storage of the contact information to the appropriate 
network storage location (see fig. 2, page 2, paragraphs 15-16). 

Regarding claim 20, Comp discloses a system (see claim 17 rejection) wherein the 
processor of at least one of the plurality of cellular telephones executes the set of instructions for 
performing the step of instructing the remote central station to broadcast a telephone directory 
stored within the memory to the plurality of cellular telephones (see figs. 2-3, page 3, paragraph 
22, and page 4, paragraph 26). 

Regarding claim 21, Comp discloses a system (see claim 17 rejection) wherein the 
processor executes the set of instructions for performing the steps of: receiving a message 
transmitted from the remote central station indicating that a telephone directory is available for 
transmission (i.e., a vendor may deliver an appropriate request to the call log manager and/or the 
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address book manager to transfer a particular user's information to the new user device) (see fig. 
3, page 4, paragraph 25); and transmitting a signal to the remote central station, said signal 
including at least an identification code identifying the telephone directory available for 
transmission (i.e., a specific authorization or identification code may be required to initiate such 
transfer) (see fig. 3, page 4, paragraph 25). 

Regarding claim 22, Comp discloses a system (see claim 17 rejection) wherein the 
processor executes the set of instructions for performing the steps of: identifying a calling party's 
telephone number and an entity the telephone number is assigned to, i.e., Caller ID information 
(i.e., the call log database may include call-related information for a predetermined number of 
previous calls that were placed from and/or received through the user device. The call log 
database will typically include the phone numbers of the other parties involved in the 
corresponding calls. Party names and/or other information (e.g., length of call, etc.) may also be 
stored. The controller may control the maintenance of the call log database or a separate control 
unit can be provided) (see page 2, paragraph 12); and transmitting the Caller ID information to 
the remote central station for storage as a telephone directory listing (see fig. 2, abstract, and 
page 2, paragraph 12). 

Regarding claim 23, Comp discloses a method for managing telephone directories 
corresponding to a plurality of cellular telephones (see fig. 3), said method comprising the steps 
of: storing a plurality of telephone directories each corresponding to a respective one of the 
plurality of cellular telephones within a remote central station (see fig. 3, page 3, paragraphs 19- 
21); processing instructions received by the remote central station for identifying at least one 
telephone directory stored within the remote central station (i.e., the call log manager is operative 
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for maintaining a call log for individual users at a network storage location. The call log 
maintained for a user by the call log manager will typically include the same or similar 
information to that stored within a corresponding user device within the system. That is, the call 
log may include call-related information for a predetermined number of previous calls associated 
with the user) (see fig. 3, and page 3, paragraph 19); and transferring the at least one identified 
telephone directory to at least one of the plurality of cellular telephones (i.e., a vendor may 
deliver an appropriate request to the call log manager and/or the address book manager to 
transfer a particular user's information to the new user device) (see fig. 3, page 4, paragraphs 25- 
26), wherein the plurality of cellular telephones have the capability of transferring a respective 
telephone directory to the remote central station for storage therein (see fig. 3, page 3, paragraph 
22). 

Regarding claim 24, Comp discloses a method (see claim 23 rejection), further 
comprising the step of transmitting a message to the at least a subset of the plurality of cellular 
telephones indicating that a telephone directory is available for transmission to at least the subset 
of the plurality of cellular telephones for storage thereat (i.e., a vendor may deliver an 
appropriate request to the call log manager and/or the address book manager to transfer a 
particular user's information to the new user device) (see fig. 3, page 4, paragraphs 25-26). 

Regarding claim 25, Comp discloses a method (see claim 23 rejection) further 
comprising the step of automatically transferring at least one telephone directory to at least a 
subset of the plurality of cellular telephones (see fig. 3, page 4, paragraphs 25). 

Regarding claim 26, Comp discloses a method (see claim 23 rejection) further 
comprising the steps of: receiving Caller ID information, i.e., a calling party's telephone number 
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and an entity the telephone number is assigned to; processing the received Caller ID information 
to create at least one telephone directory listing i.e., the call log database may include call-related 
information for a predetermined number of previous calls that were placed from and/or received 
through the user device. The call log database will typically include the phone numbers of the 
other parties involved in the corresponding calls. Party names and/or other information (e.g., 
length of call, etc.) may also be stored. The controller may control the maintenance of the call 
log database or a separate control unit can be provided) (see page 2, paragraph 12); and storing 
the at least one telephone directory listing within the remote central station (see fig. 2, abstract, 
and page 2, paragraph 12). 

Regarding claim 29, Comp discloses a method (see claim 23 rejection) further 
comprising the step of charging a fee to at least one subscriber of the plurality of cellular 
telephones (i.e., the call log manager only maintains call logs for users who subscribe to a call 
log service (e.g., for a small monthly fee)) (see page 3, paragraph 20). 

Regarding claim 30, Comp discloses a method (see claim 29 rejection) wherein the step 
of charging is performed on a periodic basis (i.e., monthly fee) (see page 3, paragraph 20). 

Claim Rejections - 35 USC §103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Comp, in 
view of Miyashita, Pub. No. 2002/0019225. 

Comp discloses a cellular telephone as described above (see claim 1 rejection) 

Although Comp discloses a cellular telephone as described, Comp fails to specifically 
discloses a cellular telephone wherein the processor executes the set of instructions for 
performing the step of instructing the remote central station to transmit the transferred telephone 
directory to a computing device via at least one network. 

However, Miyashita discloses a cellular telephone (see abstract) wherein the processor 
executes the set of instructions for performing the step of instructing the remote central station to 
transmit the transferred telephone directory to a computing device via at least one network (i.e., 
the telephone directory data is uploaded into a center on the Internet from a personal computer 
and the telephone directory data is transmitted from the center to the mobile phone in response to 
a request from the mobile phone) (see page 1, paragraph 8). 

Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to attain an enhancement in the security of the cellular phone service provider. 

5. Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Comp, in view of Ala-Laurila, U.S. Patent No. 6246871. 

Regarding claim 27, Comp discloses a method as described above (See claim 23 
rejection). 
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Although Comp discloses a method wherein outgoing phone calls can be made from, and 
incoming phone calls may be received by a corresponding user device (see paragraph 17), Comp 
fails to specifically disclose a method further comprising the steps of: receiving data from a third 
party for transmitting to at least one subscriber of the plurality of cellular telephones; and 
sending the received data to the at least one subscriber of the plurality of cellular telephones. 

However, Ala-Laurila discloses a method further comprising the steps of: receiving data 
from a third party for transmitting to at least one subscriber of the plurality of cellular telephones 
(see col. 3, lines 1-12); and sending the received data to the at least one subscriber of the 
plurality of cellular telephones (see col. 3, lines 13-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both arts to arrive at the claimed invention. A motivation for doing so 
would have been to ensure the proper delivery of the received message. 

Regarding claim 28, Comp discloses a method as described above (See claim 27 
rejection). 

Although Comp discloses a method as described above, Comp fails to specifically 
disclose a method further comprising the step of charging a fee to the third party for performing 
at least the step of sending the received data. 

However, Ala-Laurila discloses a method wherein a subscriber is charged for SMS 
transmission (see col. 2, lines 63-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both arts to arrive at the claimed invention. A motivation for doing so 
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would have been to provide a transmission method wherein the cost will be less than cellular 
phone air charges (see col. 2, lines 66-67). 



applicant's disclosure.. 

Ishigami; Masahiro, "Data transfer method and system," U.S. Patent No. 6625445. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pierre-Louis Desir whose telephone number is 703-605-4312. 
The examiner can normally be reached on (571) 272-7799. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel L Moise can be reached on (571) 272-3865. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



6. 



The prior art made of record and not relied upon is considered pertinent to 




